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EastMan Kopak Co., et Av. v. Feperat Trape ComMMISssION 
[7 F. (2d) 994] 


United States Circuit Court of Appeals, Second Circuit 


May 18, 1925 


[rapE-Marks AND Trape-Names—Uwnrair Competition—Actr or Responp- 

ENT Havine SuBstantiat Monopory or SALe or CINEMATOGRAPH 

Firm 1x Maxine Picrures Hexip Nort to Constirrutt Unraim Com- 

PETITION. 

Act of company having substantial monopoly of sale of cinemato- 
graph film in United States, and having corporate power to do so, 
in equipping itself to enter on business of making pictures to meet 
competition from the importation and use of foreign raw film, held 
not to constitute “unfair competition” within Federal Trade Com- 
mission Act, Sec. 5. Hence Federal Trade Commission unlawfully 
ordered company lo divest itself of factories and laboratories so 
acquired. 

SaME—SaME—Feperat Trapt Commission Derinep. 

The Federal Trade Commission is not a court, as it exercises 
administrative and not judicial power. 

SaME—SAME—AGREEMENT OF Company WitrH Mownopory or SALE or FItm 
tro Assrain From Competition Wrru Morton Picrure Makers, 

Hexiv to Constirure Unrarr Competition. 

Act of company having substantial monopoly of sale of cinemato- 
graph film in United States, in agreeing with existing picture makers 
to abstain from active competition, if latter would continue to buy 
American film, which combination was directly intended to keep 
foreign film out of the country, held to constitute “unfair competition,” 
within Federal Trade Commission, Sec. 5. 


Manton, Circuit Judge, dissenting in part. 


Petition by the Eastman Kodak Company, Allied Laboratories 
Association, and others to review an order of the Federal Trade 
Commission. Order reversed in part, and affirmed in part. 


“This proceeding, brought by the Commission sua sponte, summoned 
as parties defendant the Kodak Company, a corporation of New York 
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authorized by law to engage in any and all of the occupations hereinafter 
referred to, and Messrs. Eastman and Brulatour, citizens of New York, 
one the President of Kodak Company, and the other a man who for 
years had purchased and sold again most of Kodak Company’s output of 
‘raw film’; i. ¢., the material on which photographs are impressed, and 
which after such impression becomes a ‘moving picture.’ The other and 
quite numerous defendants were members of the Allied Laboratories Asso- 
ciation, a corporation not organized for profit, and fairly described as 
a sort of trade union of persons and corporations for whom ‘raw film’ 
was raw material, which was by them converted into ‘movie’ film; i. ¢., 
something ready to be exhibited to paying audiences. 

“The complaint averred divers things about defendants which, ‘con- 
sidered together, have a dangerous tendency unduly to hinder free 
competition in cinematograph films and prints of motion picture films 
{and to] constitute unfair methods of competition,’ within Section 5 of the 
Federal Trade Commission Act (Comp. St. Sec. 8836e). The exact allega- 
tions of complaint need not be recited, because no evidence was taken, and 
all facts are stated in a stipulation agreed upon; the sole source of 
the Commission’s ‘findings of fact’ is this stipulation. 

“We shall deal further with the findings in our opinion, but it was 
admitted that the Kodak Company made and long had made over 90 
per cent. of all ‘raw film’ used or made in the United States, and that 
of late its sales had been reduced in proportion by the importation and 
use of foreign raw film, German, French and Belgian. Observing this, 
the Kodak Company acquired from Brulatour three factories suitable 
for making, out of any raw film, finished moving pictures, and then let 
it be known that it was itself about to enter into competition with picture 
makers as a picture maker, a kind of work it had never before done 
or attempted. But it was willing to agree, and did agree, with the 
Allied Laboratories Association or its members, that if they would refrain 
from buying foreign raw film, and would continue buying domestic film 
to make pictures on, it (Kodak Company) would refrain from entering 
the picture-making field, though maintaining its newly acquired factories 
ready for instant operation. 

“The situation the Commission visited with the order complained of, 
which required all the defendants to ‘cease and desist from conspiring,’ 
etc., to (1) ‘hinder and restrain competition in the manufacture and sale 
of positive raw cinematograph film stock’ and (2) to ‘maintain and extend 
the monopoly of the Eastman Kodak Company in the distribution and 
sale of positive raw cinematograph film stock in interstate and foreign 
commerce.’ 

“The specific acts from which cessation is ordered are (1) the 
acquisition of equipment of the laboratories acquired by Eastman Com- 
pany from Brulatour ‘for the purpose of extending its business’; (2) the 
use by Kodak Company of said laboratories to ‘induce, compel, and coerce’ 
other defendant laboratories to use ‘exclusively American-made positive 
raw’ film stock; (3 and 4) the agreement between defendants, by which 
Kodak Company refrains from operating its factories as long as the 
laboratories refrain from buying foreign stock; (5) the act of Kodak 
Company in owning the laboratories acquired from Brulatour; (6) any 
other, though unspecified, ‘equivalent means’ of ‘unfairly’ restraining ‘the 
manufacture and sale’ of raw film stock in interstate and foreign com- 
merce. Then by a special clause of the order Eastman Kodak Company 
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is required to sell the laboratories procured from Brulatour to some one 
‘not connected directly or indirectly in interest’ with itself. 

“This order the Kodak Company, Eastman, and Brulatour seek to 
review by one petition, and certain of the Allied Laboratories by another.” 


Hubbell, Taylor, Goodwin & Moser, of Rochester, N. Y. (John 
W. Davis and Frank L. Crawford, both of New York 
City, and Clarence P. Moser, of Rochester, N. Y., of 
counsel), for petitioner Eastman Kodak Co. 

Geoffrey Konta, of New York City, for Brulatour. 

M. H. Lavenstein, of New York City, for certain of the 
Allied Laboratories. 

W. H. Fuller and Wm. A. Sweet, both of Washington, D. C., 
for the Trade Commission. 


Before Rocers, Hoven, and Manton, Circuit Judges. 


Hoven, C. J.: (After stating the facts as above). Making 
fact findings is often an invidious task; but, where the facts are 
agreed upon, the difficulties would seem to be removed by consent. 


The Commission’s findings in this case, often confound a finding 
(i. e., a statement of some proved fact) with a conclusion (i. e., 
an inference drawn from the facts proved); but the matter is not 
here important, because a reference to the agreed facts at once 
enables one to separate the Commission’s color for the facts 
from the dry facts themselves. 

The fact, or inference from facts (it makes no difference 
what it is called), deemed of most importance by the Commission 
is that Eastman Kodak Company in 1921 had a “substantially 
complete monopoly of the sale of positive and negative cinemato- 
graph film in the United States.” This is true, but the reasons are 
just as true, viz., that the company was the first American manu- 
facturer, had pushed its trade with skill, and made what it still 
regarded as the best raw film anywhere obtainable. 

The Commission then proceeds to take what it calls “judicial 
notice” of United States v. Eastman Co. (D. C.), 226 F. 62, and 
declares that the company’s action in holding the factories or 
laboratories acquired from Brulatour ready for action, should the 
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other and defendant laboratories dare to use foreign film, is 
“analogous” to what the courts condemned in the case “judicially” 
noticed. Whether any analogy exists is a matter about which 
opinion may differ, but the matter is unimportant, unless the fact 
that a company has violated the Sherman Act (Comp. St. Sections 
8820-8823, 8827-8830) is evidence that it has also violated the 
Federal Trade Commission statute, which is not true. 

Next, the Commission, having established a monopoly and sug- 
gested a motive, infers a purpose to continue the monopoly, and 
declares that defendants’ acts as recited constitute a combination in 
restraint of trade having results which are frustrated by the order 
as above set forth. 

It is first to be noted that what the Commission has done 
must be justified under the Trade Commission Act, if at all. The 
Clayton Act cannot be appealed to; the complaint, findings, and 
order all rest solely on the fifth section of the act creating the 
Commission—i. e., what petitioning defendants have admittedly 
done amounts to an unfair method of competition. 

Next, the inquiry is vital: In what trade or commerce is an 
unfair method of competition encountered? Here the Commission's 
“conclusions of fact” are plain; it is “the sale of positive cinemato- 


graph film in interstate and foreign commerce,” although additional 
sin is found in that the acts prescribed also “tend materially to 
sustain the monopoly already existing in the Eastman Kodak Com- 
pany.” 

Having thus delimited the law chosen by the Commission to 
apply to the facts found, it is plain that what it all amounts to is 
this: One who, by early arrival in the field, excellence of product, 
and marketing skill, makes and sells over 90 per cent. of the native 
raw material, has no legal right to embark on the new business of 
finishing his own raw material. This is the first half of what has 
been done, and half of the proposition laid down by the Commis- 
sion. The other half is this: If two sets of men are equipped 
to make pictures and one of them is equipped also to make raw film, 
it is unlawful for them to agree to divide the field of business, 
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so that the raw film maker shall make all the film, and the other 
men shall make all the pictures. 

With the first proposition we do not agree, and hold that, 
since corporate power exists, it was not and is not unlawful for 
Eastman Kodak Company to equip itself for or to enter upon the 
business of making pictures; but it was and is unlawful for the 
Commission to order that company to divest itself of the factories 
or laboratories so lawfully acquired. 

The Commission is not a court; it exercises administrative, not 
judicial, power (National Harness, etc., Ass’n v. Federal Trade 
Commission [C. C. A.], 268 F. 705 [10 T. M. Rep. 59]; Chamber 
of Commerce v. Federal Trade Commission [C. C. A.], 280 F. 45 
(12 T. M. Rep. 842]), and no statutory grant can be found 
justifying the order that a citizen sell property acquired in the 
course of business. 


But, even if the Commission had the powers of a court, as 
exercised in the cases relied on (Standard Oil v. United States, 
221 U. S. 1, 81 S. Ct. 502, 55 L. Ed. 619, 84 L. R. A. [N. S.] 


834, Ann. Cas. 1912D, 734; United States v. American Tobacco 
Co., 221 U. S. 106, 31 S. Ct. 632, 55 L. Ed. 6638), there was no 
basis for exercise of power. The sole object of Commission action 
was to prevent unfair competition, but there was nothing unfair 
in the Kodak Company going into the business of making pictures; 
on the contrary, it is fundamental just now in this country that 
competition is holy; the more we have, the better presumably are 
we off; wherefore the act of getting ready to compete in the picture- 
making art was under our statutes positively meritorious, and no 
court could have prevented what was done. 

But quite different was the act of agreeing with existing 
picture makers to abstain from actual competition, if the latter 
would continue to buy American film. This was a combination 
directly intended to keep foreign film out of the country, and the 
Federal Trade Commission was authorized to do what it has done, 
and take up the cudgels for the foreigner. If the agreement had 
been that Kodak Company would refrain from competition in the 
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picture-making field, if existing picture makers would refrain from 
purchasing raw film from Kodak’s American rivals, the matter 
would have been plainer; but we are of opinion that the Com- 
mission, if it deemed its action for the public interest, could promote 
the interests of foreign raw film makers, as has been done. The 


Commission’s field of action is foreign as well as interstate com- 
merce. 

Result is that the order under review is reversed, in so far as 
it calls upon Eastman Kodak Company to cease and desist from 
owning the factories obtained by it from Brulatour, but upheld 
so far as it requires all parties to cease and desist from acting 
in agreement to refrain from operating the Brulatour factories as 
long as foreign film is not purchased by existing defendant factories. 

Settle exact form of modified order on notice, and in the first 
instance before the judge writing this opinion. 


Manton, Circuit Judge (dissenting in part.) I agree with 
the conclusion of Judge Hoveu’s opinion which results in affirming 
that part of the order requiring the Eastman Kodak Company to 
cease and desist from acting in or carrying out the agreement 
with the operators to refrain from operating the laboratories known 
as the Paragon, the G. M., and the Sen Jacq Laboratories, as long 
as foreign films are not purchased by the existing defendant labora- 
tories. The order to cease and desist provides against the use by 
the Eastman Kodak Company or the ownership and possession of 
said Paragon, G. M., and Sen Jacq Laboratories and their equip- 
ment and capacity for producing positive prints of cinematograph 
films from exposed and developed cinematograph films to induce, 
compel, and coerce the allied Film Laboratories Association, Inc., 
and its members, to use in their laboratories, for the manufacture 
of positive prints of cinematograph films, exclusively American- 
made positive raw cinematograph film stock, of which the Eastman 
Kodak Company has a monopoly in the manufacture and sale. 
American-made positive film was Eastman’s because at this time 
it controlled 96 per cent. of the negative film product. 

The order further recites that: “The continued ownership by 
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the Eastman Kodak Company of the Paragon, G. M., and Sen 
Jacq Laboratories, and the maintenance of the same in readiness 
for immediate operation for the production of positive prints of 
cinematograph films, or any other dominant control of the produc- 
tion, or capacity for production, of positive prints of cinematograph 
films from exposed negative cinematograph films.” And: “Utiliz- 
ing any other equivalent means, not hereinbefore stated, to ac- 
complish the object of unfairly forestalling, preventing, hindering, 
or restraining the manufacture and sale of positive raw cinemato- 
graph film stock and the making of positive prints of cinematograph 
films from exposed negative cinematograph films, or the sale there- 
of, in interstate and foreign commerce.” And, further, “that for 
the purpose of preventing the maintenance and extension of the 
monopoly of the Eastman Kodak Company in the manufacture 
and sale of positive raw cinematograph film stock to the use there- 
of in making positive prints of cinematograph films, and of restor- 
ing competitive freedom in the distribution and sale of positive raw 
cinematograph film stock, the Eastman Kodak Company shall, with 
all due diligence, sell and convey the said Paragon, G. M., and Sen 
Jacq Laboratories to parties not connected directly or indirectly 
in interest with the Eastman Kodak Company.” 

The facts found point out that the reason the direction “to 
sell and convey with due diligence’ the laboratories which it had 
purchased is founded upon the conclusion that the purchase of the 
laboratories wherein positive films were to be manufactured, was 
with the idea of using them as a means to restrain competition in 
the manufacture and sale of raw positive film. There is justifica- 
tion for this conclusion. In 1921 the Eastman Company and 
Brulatour, who was associated with it, as stated in the prevailing 
opinion, conceived the idea of having the Eastman Company acquire 
these laboratories, which were equipped or were being equipped 
to manufacture prints of motion picture films, and which had a 
capacity greater than the combined capacity of all the laboratories 
east of Chicago which were engaged in similar business. After 
negotiations were concluded, and the transfer of the property 
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made, the Eastman Company published in the trade papers the 
announcement of such acquisition and its intention to operate the 
same. The reason therefor was frankly stated to be that they 
were acquired for operation because of the rapidly increasing im- 
portation of foreign film. The purpose was to eliminate from 
the market the foreign film, and this was to be accomplished by 
coercion, and to compel the users thereof—that is to say, the 
laboratories engaged in manufacturing prints—to use the Eastman 
Company film. This would maintain or tend to maintain the 96 
per cent. control or monopoly of the business which the Eastman 
Company already had. It was selling over 500,000,000 feet of 
film annually, and it was then that it began to use the phrase 
“American-made films.” 

It was easy to compel the independent laboratories to sur- 
render to the plan of purchasing from the Eastman Company, when 
there was constantly hanging over them the dread of the Eastman 
Company operating these purchased laboratories, which would put 
upon the market what was to be a gigantic production. The con- 
trol of the negative film was then absolutely in the hands of the 
Eastman Company. The negative film was used by the producers 
of motion pictures, and they could get it from no one else than 
the Eastman Company and through Mr. Brulatour. The making 
of prints of motion pictures from negatives in which the laboratories 
were engaged was the business obtained from these producers. 
Since the Eastman Company controlled the production of the nega- 
tive film, the producers could be greatly influenced by having their 
laboratory work done by the laboratories of the Eastman Company. 
The acquisition of these properties and the announced intention of 
operating the laboratories was nothing short of a threat, and there- 
fore a means of coercing the purchase from it of film, and this, 


coupled with the agreement entered into to exclude foreign com- 
petition, insured the success of their effort, which amounted to a 
restraint of trade. 


It is significant that as long as the agreement was kept the 
laboratories were not operated, and as long as there was this 
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threat to operate, and thus to become a potential competitor, the ease 
with which they might coerce the action of the other petitioners in 
their purchase is plain. The result was a protest which was pub- 
lished in the trade journals in the form of a statement on August 
26, 1921. It was after this statement that a conference took place 
between the Eastman Company, Brulatour, and the representatives 
of the laboratories, whereof Mr. Brulatour wrote on September 8th 
to the Eastman Company: “It will please you to know we are 
having daily conferences with the laboratory people, and that they 


are very enthusiastic, and that things are taking a very nice 
course.” 


On September 9, 1921, the laboratory owners, having formed 
the Allied Film Laboratory, Inc., entered into the agreement to 
use American-made raw film stock exclusively, which was in effect 
the Eastman Company’s product. It is this agreement which caused 
the Trade Commission to issue its order to cease and desist its 
being carried out. On September 14, 1921, the Eastman Company 
wrote a letter to the members of the association in which it agreed 


not to operate the laboratories it purchased commercially so long 
as the members adhered to the agreement to use only American- 
made film stock, and agreed to cooperate with said members “to 
protect them against any invasion of foreign raw film stock.” 
This undoubtedly took away the right of independent action by 
the laboratories and created at least a tendency unduly to hinder 
competition. 

The binding force of this agreement is pointed out in the 
letter of Mr. Blair of the Eastman Company to Mr. Brulatour, in 
which he wrote: “I don’t know the reason for the statement 
made by Mr. Rothacker that the Allied Laboratories were permitted 
to use 5 per cent. of foreign film; at any rate Mr. Rothacker said 
that Harry Goetz had told him this was the case, and, as you 
know, this is entirely contrary to the agreement.” To which Mr. 
Brulatour answered: “He is absolutely wrong about this; it was 
not in the agreement.” 


On February 28th, the Eastman Company wrote a letter to the 
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association, releasing the laboratories from the obligation to use 
only American-made film, end stated: “Whether we open for opera- 
tion the laboratories which we control, or not, will not depend in 
any way upon the action of the members of your association with 
respect to the kind of film used in their laboratories.” 

This note indicates that the Eastman Company had kept its 
part of the agreement not to operate the laboratories. They also 
inspected or caused to be inspected the laboratories of the members 
of the association to be made, to ascertain whether or not they were 
using any foreign manufactured film. It is evident that these 
laboratories were equipped and never operated, but were main- 
tained in readiness for operation for this purpose only. It was 
not the purchase of the laboratories with an idea of extending its 
business in the manufacture or carrying on the manufacture of raw 
positive film, but was used as a powerful club by which the business 
of the members of the association would be diminished or destroyed 
in case the agreement was violated. 

Both the purchase and holding of the laboratories in the man- 
ner described, coupled with the agreement entered into, was such 
action as amounted to a hindrance with free competition if, indeed, 
it did not create a monopoly. United States v. Eastman (D. C.), 
226 F. 62. When men deliberately and intelligently go to work and 
acquire power that enables them to control the market, if they 
choose to exercise it, it is no use for them to say that they did 
not intend to control the trade or limit competition. United States 
v. International Harvester Co. (D. C.), 214 F. 987. “If the power 
given by the volume of a particular business is improperly used 
to injure either a competitor or the public, or if such power evident- 
ly tends toward the injury of either, the mischief either done or 
threatened is condemned by the statute.” United States v. Keystone 
Watch Case Co. (D. C.), 218 F. 502. 

The Clayton Act was intended to render unlawful practices 
not therefore held to be violations of the Sherman Law. Standard 
Fashion Co. v. Magrane-Houston Co., 258 U. S. 846, 42 S. Ct. 360, 
66 L. Ed. 658 [9 T. M. Rep. 469]. The function of the Commis- 
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sion is to preserve competition and protect competitive business 
from further inroads by monopoly by preventing the use of unfair 
methods of competition before any act should be done or condition 
arise violative of the Anti-Trust Act. Federal Trade Commission 
v. Beechnut Packing Co., 257 U. S. 441, 42 S. Ct. 150, 66 L. Ed. 
307, 19 A. L. R. 882. While the Commission is not a court, and 
exercises no judicial power, it has the power in the proper case 
to order a respondent to dispose of property acquired by it which 
it is found using as a means to unfair competition in trade. Indeed, 
it may order the disposing of the plant or property which it uses 
in part or whole in creating a monopoly. Federal Trade Commis- 
sion v. Thatcher, 5 F. (2d) 615, decided April, 1925 (C. C. A. 8). 

The Commission’s jurisdiction extends over matters of foreign 
as well as interstate commerce, and in the public interest it may 
deal with matters of foreign trade, where agreements are made, 
such as here, which restrict competition. By this action it may 
incidentally assist foreign trade. But, since it is lawful that there 
may be importation of foreign film, it became the duty of the 
Commission to direct the cessation of interference with such com- 
petition. Congress alone has the power to prohibit or restrict it. 
It may deem such a policy in public interest, and it may do so 
by a tariff barrier or otherwise; but, while this freedom of trade 
exists, the performance of duty demanded action by the Commission 
to prevent the interference or attempted interference by this peti- 
tioner. 

The order should be affirmed in all its directions. 
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Beecu-Nvut Pacxine Co. v. P. Lorititarp Co. 
[7 F. (2d) 967] 


United States Circuit Court of Appeals, Third Circuit 
September 11, 1925 


Trape-Marks anp Trape-Names—Unrair Competirion—“Brecu-Nvuv” For 

Foons Nor Inrrincep By Use ror Tosacco—Apprat—AFFiRMAL. 

The trade-mark “Beech-Nut” on food products is not infringed 
by its use on tobacco, a narcotic; as the goods are of different 
descriptive properties. 

Trave-Marxs anv Trave-Names—Unrair Competirion—No Furtruer Com- 

PETITION IN Use or LaBext Wirn Same Trape-Mark. 

Practically the only similarity between the label of plaintiff, a 
dealer in food products and that of defendant, a tobacco manufacturer, 
being the trade-mark “Beech-Nut,” to the honest use of which each 
was entitled, and defendant’s label bearing its name, held, there was 
no unfair competition in any sense. 


In equity. Appeal from the District Court of the United 
States for the District of New Jersey. Affirmed. 


For opinion below see 14 T. M. Rep. 351. 


Walter A. Scott, James R. Offield, and H. McClure Johnson, 
all of Chicago, Ill., for appellant. 

Treacy & Milton, of Jersey City, N. J. (John Milton, of 
Jersey City, N. J., Livingston Gifford and William R. 
Perkins, both of New York City, and Thos. L. Preston, 
of Richmond, Va., of counsel), for appellee. 


Before Burrineton, Woot.ey, and Davis, Circuit Judges. 


Davis, C. J:: The Beech-Nut Packing Company brought 
suit in the district court against the P. Lorillard Company for 
alleged infringement of its trade-mark, “Beech-Nut,” and for unfair 
competition, and prayed for profits and damages. Defendant 
admits the use of the trade-mark on a brand of its scrap tobacco and 
on a brand of cigarettes, but insists that it has the right so to use the 
trade-mark, and that such use does not constitute infringement 
of the trade-mark or unfair competition. This is an appeal from 
the decree of the district court dismissing the plaintiff’s bill, on 
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the ground that the defendant had not infringed the trade-mark. 

The word “Beech-Nut,” is a trade-mark for food products, 
was originated by plaintiff's predecessor, the Imperial Packing 
Company, in or about 1891. In 1899 the Beech-Nut Packing 
Company, the plaintiff, was incorporated and acquired the assets, 
including the trade-mark, of the Imperial Packing Company. At 
first the word was used on ham and bacon only, but its use was 
gradually extended to other products, such as peanut butter, baked 
beans, chili sauce, catsup, jellies, mints, chewing gum, etc., until 
today it is used on most all leading food products. From a very 
small beginning in 1891 the business grew until in 1921 its total 
sales amounted to more than $12,000,000. 

The trade-mark is used in connection with a label, which is 
oval-shaped, with a red and white border. Within the upper part 
of the oval, and correspondingly curved, is the word ‘“‘Beech-Nut,” 
generally in large, blue letters. Below this, in the center of the 
oval, is the picture of a beechnut. There is also the picture of a 
beechn.ut in the red border on each side of the oval. Within this 
border, at the top, in large white letters, are the words “Beech-Nut 
Brand,” and at the bottom is the word “Bacon,” or the name of the 
particular product contained in the package to which the label is 
attached. 

The defendant and its predecessors have been in the tobacco 
business since 1780. In 1897 the Harry Weissinger Tobacco 
Company, of Lewisville, Ky., originated a brand of scrap tobacco 


called “Beechnut Chewing and Smoking Tobacco,” and registered 


the word “Beechnut” as its trade-mark. This brand of tobacco 
was sold under this trade-mark by that company and its successors 
until in the year 1910. The Weissinger Company, however, in 
1908 sold and transferrred its entire assets, including its business, 
good-will, and the ““Beechnut’” trade-mark, to the Continental To- 
bacco Company, a corporation of New Jersey. The Continental 
Tobacco Company in that year sold and transferred the trade-mark 
and other assets to the Luhrman & Wilbern Tobacco Company, of 
Middletown, Ohio, for its issued share capital. The next year the 
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Continental Tobacco Company was merged with the American To- 
bacco Company. 

The government began a suit in equity in 1907 under the 
Anti-Trust Act of July 2, 1890 (Comp. St. Sections 8820-8823, 
8827-8830), against the American Tobacco Company and its affili- 
ated companies as an unlawful combination in restraint of inter- 
state commerce in tobacco. It prevailed, and in accordance with 
the directions of the decree dissolving the American Tobacco Com- 
pany in 1911 the defendant company was organized, and to it 
was transferred in that year the capital stock of the Luhrman 
& Wilbern Company and the trade-marks and brands belonging 
to it, including the ““Beechnut” trade-mark. From the small begin- 
ning of Pierre Lorillard in 1760, the business constantly grew 
until in 1919 the retail value of the defendant’s output was over 
$80,000,000. 

The demand for particular brands of tobacco seems to rise 
and fall in accordance with the changing tastes of consumers. The 
defendant company, after personal investigation, discovered in 1914 


that the sweeter brands were the more popular, and that sales of 


brands not so sweet were decreasing. Consequently it decided that 
it would “get up” a new and sweeter brand, which would suit the 
changed taste of consumers at that time. After experimenting 
quite a while, it worked out what seemed to it to be the “ideal 
product to put out.” 

It was then confronted with the problem of selecting a suitable 
name and label for the new brand. It examined the list of brands 
it received from the American Tobacco Company. It had before 
selected names for brands from that list, such as ‘Comet,’ 
“Pioneer,” and “Yacht Club.” On the Luhrman & Wilbern list 
there were the names of “Bagpipe,” “Beechnut,” “Honest Scrap,” 
“Natural Leaf,’ “Old Nut,’ “Polar Bear,” and “Scrap Iron.” 
All of these were actively selling, except ‘““Beechnut,’ and this 
was a dormant brand, not having been sold since 1910. ‘“Beechnut” 
was thereapon selected and used on this new brand of “scrap” 
tobacco. The word had been written without a hyphen between 
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“Beech” and “Nut,” but the defendant added one and wrote it 
“Beech-Nut.” This change made the trade-mark identical with the 
plaintiff's. 

For a label it selected an oval, with a small, deep blue border, 
from which extended on all sides red bars, or stripes, called a sun- 
burst. At the top of the label, written in blue letters, is the word 
“Lorillard’s.” Within the oval at the top is the trade-mark “‘Beech- 
Nut,’ in large blue letters. In the middle of the oval is the picture 
of two beechnuts inverted, and below them the word “Chewing,” and 
at the bottom the word “Tobacco.” Weissinger’s label was rectan- 
gular. Near the center was the picture of a squirrel eating a nut. At 
the top, printed in large white letters, was the word “Beechnut,” 
and below the squirrel the words “Chewing and Smoking Tobacco.” 
The oval shape of the label, which the defendant adopted, “had 
been used on many brands of tobacco in order to give more space 
for the name.” If a circle had been used, the defendant would have 
been compelled “to pinch the name of the brand down to a point 
where it would make it less conspicuous.” The twin beechnuts, 
represented in the center of the oval, were actually copied from 
beechnuts picked up on the New Jersey farm of the president of 
the defendant company. 

The “Beech-Nut” brand of tobacco came out early in 1915 
and met with great success. The sales of this single brand, a 
10-cent package, have exceeded year by year since 1916 the sales 
of all the combined products of the plaintiff. In 1919 the sales of 
the plaintiff’s entire output amounted to $8,979,586.35, while the 
sales of the “Beech-Nut’” scrap chewing tobacco amounted to 
$14,650,865.68. It appears that some people thought that the 
plaintiff was putting out the ““Beech-Nut” scrap tobacco and cigar- 
ettes and wrote inquiring about it. These inquiries for a time 
were sent by the plaintiff to the defendant. Correspondence arose 
between them regarding their rights in the use of the word “Beech- 
Nut” as a trade-mark for their commodities. Their respective con- 
tentions resulted in this litigation. 

The Act of February 20, 1905 (33 Stat. 724), authorizing 
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the registration of trade-marks, provides that the owner of a 
trade-mark may obtain registration of it by filing in the Patent 
Office an application therefor, addressed to the Commissioner of 
Patents, specifying, among other things, “the class of merchandise 
and the particular description of goods comprised in such class 
to which the trade-mark is appropriated.” Section 1 (Comp. St. 
Section 9485). It further provides “that trade-marks which are 
identical with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the same 
descriptive properties * * * shall not be registered.” Section 5 
(Comp. St. Section 9490). Merchandise of the same descriptive 
properties is merchandise of the same class. The implication 
in the statute is that a trade-mark, which is identical with a reg- 
istered trade-mark owned and in use by another, may be registered 
if it is not appropriated to merchandise of the same class. There- 
fore the owner of a trade-mark does not have the exclusive right 
to the use of a name as a trade-mark, except in the class of 
merchandise to which it is appropriated in an existing business. 
A trade-mark is merely a protection of good-will, and not the 
subject of property, except in connection with an existing business. 
Hanover Star Milling Co. v. Metcalf, 240 U. S. 408, 413, 414, 
36 S. Ct. 357, 60 L. Ed. 713 [6 T. M. Rep. 149]. 

Judge Woolley in his comprehensive exposition of the law of 
trade-marks, said with reference to the property right of an owner 
in the mark: “If property it is property of a qualified nature, for 
it is settled that no absolute ownership in or exclusive right to use 
a name as a trade-mark is vested in any one.” Rosenberg Bros. 
§ Co. v. John F. Elliott, 7 F. (2d) 962 [15 T. M. Rep. 479]. 
In other words, what gives the owner a property right in a 
trade-mark is its connection with an existing business of the class 
to which it is appropriated. “The general rule of law on this 
subject is that the owner must have used his trade-mark on the 
same class, but not necessarily on the same species of goods as the 
alleged infringer in order to entitle him to its protection against 
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infringement.” Layton Pure Food Co. v. Church §& Dwight Co., 
182 F. 85, 87, 104 C. C. A. 475, 477, 82 L. R. A. (N. S.) 274. 

In the case of Atlas Manufacturing Co. v. Street & Smith, 
204 F. 398, 122 C. C. A. 568, 47 L. R. A. (N. S.) 1002 [3 T. M. 
Rep. 259], the complainant registered the words “Nick Carter” 
as his trade-mark, and in compliance with the requirement of the 
statute described the goods to which it was appropriated as “a 
weekly periodical devoted to fiction.’”” The Court held that he might 
not restrain the use of the term “Nick Carter’ as the name of a 
personage shown in moving pictures, because weekly periodicals 
and moving pictures do not belong to the same class of business. 
The owner of a trade-mark has the right to its exclusive use, not 
only on the goods which he has produced, but also on the goods 
of different species which he may desire in the future to produce, 
if they belong to the same class. William Waltke § Co. v. George 
H. Schafer §& Co., 268 F. 650, 49 App. D. C. 254 [10 T. M. 
Rep. 246]. The reason why the same mark may be used by differ- 
ent persons when appropriated to different classes of goods is 
because the goods, being of different classes, do not come into 
competition with each other. Borden Ice Cream Co. v. Borden’s 
Condensed Milk Co., 201 F. 510, 121 C. C. A. 200 [8 T. M. 
Rep. 80]; Atlas Manufacturing Co. v. Street § Smith, supra; 
Paul F. Beich Co. v. Kellogg Toasted Corn Flakes Co. (App. 
D. C.), 262 F. 640 [10 T. M. Rep. 90]. 

The crux, therefore, of the trade-mark branch of this case, is 
whether or not the products of the plaintiff and defendant belong 
to the same class, or belong to distinct and unrelated classes, not 
having the “same descriptive properties.” It is undisputed that 
the plaintiff and its predecessor in business have always dealt in 
food products only, and that the defendant and its predecessors 
have always manufactured and sold tobacco, and have never dealt 
in food products. All the witnesses at the trial in the district 
court testified in the most positive terms that food and tobacco 
products belong to different classes. Foods and tobacco are classi- 
fied as distinct and unrelated products under the -Trade-Mark 
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Act. Tobacco products are in class No. 17; while “foods and 
ingredients of foods’ belong to class No. 40. The Treasury De- 
partment treats them as of different classes. It has always taxed 
tobacco products, just as it did liquor products, but it has never 
taxed food products. 

The Examiner of Interferences in the Patent Office found 
that tobacco and food do not possess the “same descriptive proper- 
ties,” and so belong to different classes. This view was also held 
by the Examiner, the Acting Commissioner of Patents, and the 
District Judge. Food promotes the growth of animal or vegetable 
life. There is no nutrition in tobacco. It is merely a narcotic. 
Foods are used by all mankind as a matter of necessity, but this 
is not true of tobacco. State v. Ohmer, 34 Mo. App. 115; Liggett 
§ Meyers Tobacco Co. v. Cannon, 132 Tenn. 419, 178 S. W. 1009 
L. R. A. 1916A, 940 Ann. Cas. 1917A, 179. 

The merchandise of the plaintiff and defendant belonged, 
therefore, to different classes. As the owner of a trade-mark, both 
on authority and reason, may not be restrained from its use on 
goods of one class, notwithstanding the identical trade-mark is 
used on goods of another class, we conclude that the defendant did 
not infringe plaintiff's trade-mark, and so may not be restrained 
from using its trade-mark on tobacco products. 

Although it did not infringe the trade-mark, is it guilty of 
unfair competition? Generically, the term “unfair competition” 
presupposes competition of some kind. Borden Ice Cream Co. 
v. Borden’s Condensed Milk Co., supra. And so courts have held 
that there must be a real, present, or prospective competition; 
that is, an endeavor to get the same trade from the same people 
at the same time, and that endeavor must on the defendant’s part 


be unfair. National Picture Theatres v. Foundation Film Corpora- 
tion (C. C. A.) 266 F. 208, 211 [10 T. M. Rep. 885]. 

There is no evidence that the defendant ever intended present- 
ly or prospectively to compete for the trade of the plaintiff. It 
could not have done so as long as they continued their distinct 
and unrelated lines of business, and there is no evidence that a 
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change was ever contemplated by either. There was, therefore, 
no competition between them unfair or otherwise. 

We are aware, however, that equity may be invoked without 
market competition. Emphasis should be placed on the word 
“unfair,” rather than “competition.” If by unfair and fraudulent 
means the plaintiff is injured and the public deceived, equity will 
enjoin, whether the injury comes through competition or in some 
other way. Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407, 
159 C. C. A. 461 L. R. A. 1918C, 1089 [8 T. M. Rep. 168]; 
Vogue Co. v. Thompson-Hudson Co. (C. C. A.), 800 F. 509, 512 
(15 T. M. Rep. 1]. Within the principles announced in these cases, 
or in any other way, has the defendant injured the plaintiff in its 
property or reputation? 

We are satisfied that it has not. It has not tried to palm off 
its products as those of the plaintiff. It would not have been 
profitable to do so. The evidence shows that no company ever 
combined the manufacture and sale of food and tobacco. They 
belong to unrelated classes, and the union of the two would be 
incongruous and historically contrary to the experience and business 
judgment of those engaged in manufacturing or selling either 
class. In the correspondence between the parties, defendant wrote 
plaintiff: ‘It could be of no conceivable advantage to us to have 
the public think that our tobacco product was manufactured by a 
packing establishment. Our concern has been in business for more 
than 150 years, and in that length of time has built an enviable 
reputation for the excellence of its tobacco products.” The plain- 
tiff’s evidence on this subject consisted of indefinite and unauthor- 
ized statements of unidentified persons alleged to be defendant's 
salesmen. The evidence shows that its goods have in no way been 
confused with those of the plaintiff, so that, when a purchaser 
desired a certain brand of plaintiff’s goods, he in fact secured those 
of defendant. Defendant carefully made prominent in its label 
the Lorillard origin of its products. The difference between their 


labels is so great and distinct that any purchaser, paying ordinary 
attention, need not and should not be mistaken, and certainly not 
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deceived. In his opinion in the District Court Judge Lynch said: 
“If one should eliminate the word ‘Beech-Nut’ from both labels, it 
would be extremely difficult to locate any similarity at all between 
them. And each party has the right to the word ‘Beech-Nut’ for 
its distinct product.” 

The only injury, real or fancied, which the evidence indicates 
the plaintiff might sustain, is that some of its customers are prej- 
udiced against the use of tobacco, and made inquiry to ascertain 
if it had embarked in the tobacco business, and threatened to stop 
dealing with it in case it had. This resulted from the similarity 
of trade-marks on distinct and unrelated classes of merchandise. 
But from confusion and injury caused by similarity of names the 
courts will not relieve. The defendant had the right to use its 
trade-mark, if it did so reasonably and honestly. It is not the 
use, but dishonesty in the use, that is condemned, and it is a 
question of evidence in every case whether the name or trade- 
mark has been used honestly or fraudulently. In other words, 
where persons or corporations have the right to use a name or 
trade-mark, courts will not interfere where the only confusion 
results from a similarity of names and not from the manner of 
the use. “The essence of the wrong in unfair competition consists 
in the sale of the goods of one manufacturer or vendor for those 
of another, and, if defendant so conducts its business as not to 
palm off its goods as those of complainant, the action fails.” Howe 
Scale Co. v. Wyckoff, Seamans § Benedict, 198 U. S. 118, 140, 
25 S. Ct. 609, 614, 49 L. Ed. 972. Mr. Justice Strong, in the 
case of Canal Co. v. Clark, 18 Wall. 811, 827, 20 L. Ed. 581, 
said: 

“It is only when the adoption or imitation of what is claimed to be 
a trade-mark amounts to a false representation, express or implied, 
designed or incidental, that there is any title to relief against it. True 
it may be that the use by a second producer, in describing truthfully his 
product, of a name or a combination of words already in use by another, 
may have the effect of causing the public to mistake as to the origin or 
ownership of the product, but if it is just as true in its application 
to his goods as it is to those of another who first applied it, and who 
therefore claims an exclusive right to use it, there is no legal or moral 


wrong done. Purchasers may be mistaken, but they are not deceived by 
false representations, and equity will not enjoin against telling the truth.” 
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These principles, founded alike on reason and authority when 
applied to the facts of this case, are decisive of the issues involved. 
The evidence, in our opinion, conclusively shows that both parties 
have acted in perfect good faith. Both have used the word “Beech- 
Nut” on their respective, but very different, labels because they 
thought that they had the legal right to do so. The plaintiff 
adopted its trade-mark without knowledge of the “Beech-Nut” 
trade-mark of the Harry Weissinger Tobacco Company. The de- 
fendant naturally adopted the “Beech-Nut” trade-mark for its 
products, because it owned the old Harry Weissinger trade-mark 
and thought it was acting within its legal rights. The plaintiff 
is proud of its “position substantially at the top of a highly com- 
petitive industry.” The defendant is one of the great tobacco 
companies of this country, with a Lorillard reputation stretching 
back into three centuries. Neither needed nor desired the reputa- 
tion of the incompatible business of the other. 

The evidence does not disclose anything on which infringe- 
ment of the trade-mark or unfair competition can be based. This 
conclusion relieves us from the consideration of much that was 
pressed upon us at the argument. 

The decree dismissing the bill is accordingly affirmed. 


Cuarues CHAPLIN v. CHARLES AMADOR, ET AL. 
Superior Court of the State of California, County of Los Angeles 
July 9, 1925 


Unram Competirrion—Motion Picture Inpustry—Imrration or Screen 

Actor’s Make-Up ann Srace Personarrry—Insuncrtion. 

The acts of defendants, a motion picture actor and a producer, 
in copying and simulating plaintiff's make-up, mannerisms and stage 
personality and appearance, and in producing and exhibiting a rival 
play, wherein such imitations were featured and the leading char- 
acter appeared under the name Charlie Aplin, held unfair competition, 
and were enjoined. 


Loyd Wright and Chas. E. Millikan, both of Los Angeles, 
Calif., for plaintiff. 
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Isadore Morris, Ben M. Goldman, and J. J. Lieberman, all 
of Los Angeles, Calif., for defendants. 


Joun L. Hupner, Judge. 


*“This Cause came on regularly for trial in the above entitled court, 
on February 19, 1925, before the Honorable John L. Hudner, Judge 
thereof, presiding without a jury, a jury trial having been expressly 
waived by all the parties. Oral and documentary evidence having been 
introduced on behalf of the plaintiff and the defendants, and the Court 
having viewed certain motion pictures exhibited to the Court on behalf 
of the plaintiff and on behalf of the defendants, among which were that 
certain motion picture called “The Kid,” produced by the plaintiff, and 
in which the principal or leading part is enacted by the plaintiff, which 
was exhibited to the Court on behalf of the plaintiff, and that certain 
motion picture called ‘The Race Track, produced by the defendants, 
F. M. Sanford and G. B. Sanford, in which the principal or leading part 
is enacted by the defendant, Charles Amador, which was exhibited to 
the Court on behalf of the defendants; an introduction of evidence having 
been completed, and the Court having listened to arguments on behalf 
of the plaintiff and on behalf of the defendants, ordered that the cause be 
submitted for consideration and decision. 

“From the evidence submitted to and viewed by the Court, the Court 
finds the facts as follows, to wit”: 


Findings of Fact 
I. 


That the plaintiff is by profession an author of scenarios, a 
producer and director of, and an actor in comedy pictures; that 
for more than seven years immediately preceding the filing of this 
action, the plaintiff has been actually and actively engaged in pre- 
paring scenarios for, and in the manufacture and production of 
comedy motion pictures in which he has taken and enacted the 
principal, leading or star part or rdle; that the plaintiff has, during 
said time, acquired a most excellent and valuable reputation among 
the theatre-going public and with motion picture exhibitors 


throughout the world, for the excellence and artistry of his motion 
picture productions and the comedy of his acting therein, and 
the plaintiff has, by his efforts, built up a reputation for being 


? [Nore:—Although no opinion was rendered in this case, the novelty of 
the matter involved seemed to warrant the publication of the findings of 
fact and judgment. contrary to our usual practice in such instances.—Ep. | 





CHARLES CHAPLIN V. CHARLES AMADOR, ET AL. 23 


one of the best and most successful comedians in the motion picture 
business; that in his work the plaintiff has originated, perfected 
and featured a certain form of acting, certain ways and mannerisms, 
certain dress, facial expressions and characteristic movements of 
body, individual to himself, and throughout the said time these have 
become well known to and well liked by the theatre-going public 
and the motion picture exhibitors of the world; that these things 
have become of common notice throughout America, and the comic 
and grotesque pictures of the plaintiff are recognized by everyone; 
that the plaintiff’s success, value and worth to himself, and his 
reputation and value and worth as a successful comedian on the 
screen, are all dependent upon these characteristics and things 
hereinabove described. 


Il. 


That in his said motion picture work, the plaintiff has worn a 
kind of attire peculiar and individual to himself consisting of pa tic- 
ular type or kind of mustache, old and threadbare hat, clothes and 
shoes, and always of the same style, namely, a decrepit derby, ill- 
fitting vest, tight-fitting coat, and trousers and shoes much too 
large for him, and a flexible cane which the plaintiff is accustomed 
to swing and bend as he acts his part in motion pictures, which 
manner and method of dress, custom and attire were combined and 


originated, and as so combined and originated, were for the first 


time used in motion pictures by the plaintiff, all of which when so 
combined and used constitute an ensemble characteristic of plain- 
tiff in the réle portrayed by him and identify the plaintiff as 
“Charlie Chaplin,” by which name he has been and is known and 
called throughout the world by the theatre-going and general public, 
motion picture exhibitors and people generally, all of which are 
illustrated by the photographs attached to plaintiff's complaint on 
file herein, and designated therein “Exhibit A,’ “Exhibit B,” and 
“Exhibit C,” and the same are hereby referred to and by this 
reference made a part hereof. 

And in his acting in all his motion pictures, in addition to 
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the foregoing, the plaintiff has always used comical facial expres- 
sions, consisting of droll grimaces and looks of simulated seriousness 
and surprise and perfected and used in all his comedy motion 
pictures a way of acting, and peculiar mannerisms and walks, which 
with his dress and grotesque figure produce a comical effect. 

That the said dress, facial expressions, mannerisms, way of 
acting and grotesque figure give the plaintiff a well-known individu- 
ality which is of great value, and one that is and has been, during 
said time, famous throughout the world, and recognized and known 
generally by the theatre-going public and motion picture exhibitors 
in America. That these things and this individuality and reputa- 
tion are a valuable asset to the plaintiff, and the value and worth 
of the plaintiff in motion pictures depended upon the same. 


Ill. 


That some time prior to the filing of the complaint in this 
action, the said defendants F. M. Sanford and G. B. Sanford 
formed and entered into a plan or scheme to manufacture and sell 
a series of twelve comedy motion pictures, in which the defendant, 
Charles Amador, was to appear under the name of “Charlie Aplin,” 
and that the said defendant Amador, under the same name of 
“Charlie Aplin,” was to enact the principal or leading réle in each 
of the said motion pictures; that in the said pictures, the said 
Charles Amador, under the name of “Charlie Aplin” was to imitate 
the motion pictures of the plaintiff herein, and was to act and 
perform a comedy part such as this plaintiff performs, 
and throughout his acting and performance thereof in said motion 
pictures, the said Charles Amador, under the name of “Charlie 
Aplin” was to enact or portray a comedy character resembling, 
similar to, and in imitation of this plaintiff in his form of acting, his 
ways and mannerisms, his dress, facial expressions and movements of 
body; that the said defendants, F. M. Sanford and G. B. Sanford, 
have planned and agreed together to sell and exhibit the said 
comedy motion pictures throughout the world, and that in all of 
the said pictures, the said defendant Amador, under the name of 
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“Charlie Aplin” was to enact or portray a comedy character re- 
sembling, similar to and in imitation of this plaintiff in his name 
and in his form of acting, his ways and mannerisms, his dress, his 
facial expressions and movements of body; that the said plan and 
scheme of said defendants was entered into for the purpose of de- 
frauding the theatre-going public and motion picture exhibitors, and 
was designed to deceive, causing the theatre-going public and motion 
picture exhibitors to believe that the said motion pictures to be 
manufactured and produced by the said defendants, F. M. Sanford 
and G. B. Sanford, in which the leading part was to be played 
by the defendant Amador, under the name of “Charlie Aplin,” 
were and are the motion pictures of this plaintiff, and in which the 
plaintiff plays or enacts the leading or principal part; that in 
pursuance of the said plan and scheme to deceive the theatre-going 
public and motion picture exhibitors, the defendants mailed to 
various persons and firms throughout America, on or about January 
21, 1922, two letters, one of which shows three pictures of the 
defendant, Charles Amador, in different poses under the name of 
“Charlie Aplin,’ in all of which poses he endeavored to and did 
portray a comedy character resembling, similar to and in imitation 
of the plaintiff. 

That the said plan and scheme entered into by the defendants 
as aforesaid, would, if carried out by the said defendants, have 
the effect of deceiving the theatre-going public and motion picture 
exhibitors, and would have the effect of causing the theatre-going 
public and motion picture exhibitors to believe that those pictures 
manufactured, produced and sold by the defendants, F. M. Sanford 
and G. B. Sanford, and acted in by the defendant, Charles Amador, 
under the name of “Charlie Aplin,’ were and are the motion 
pictures manufactured and produced and acted in by this plaintiff. 


IV. 


That some time prior to the filing of this action, and pursuant 
to the said plan and scheme, the defendants, F. M. Sanford and 
G. B. Sanford have manufactured, produced and offered for sale, 
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and the defendant, Charles Amador, under the name of “Charlie 
Aplin” has enacted the principal or leading part in that certain 
motion picture known as and called by the said defendants ‘““The 
Race Track’’; it is true that said motion picture “The Race Track” 
is a so-called comedy motion picture, and was made to and does 
resemble and imitate the motion pictures of the plaintiff herein, 
and in said motion picture the defendant, Charles Amador, under 
the name of “Charlie Aplin,’ has endeavored to act and has acted 
and performed a comedy part such as this plaintiff performs, and 
throughout his acting and performances thereof in the said motion 
picture, “The Race Track,” the said Charles Amador, under the 
name of “Charlie Aplin” has endeavored to enact or portray and 
has enacted or portrayed a comedy part resembling, similar to and 
in imitation of this plaintiff in his form of acting, his ways and 
mannerisms, his dress, facial expressions and movements of body; 
it is true that the said defendants, F. M. Sanford and G. B. Sanford, 
in the said motion picture “The Race Track,” called the defendant, 
Charles Amador by the name of “Charlie Aplin”; that the said 
defendants did this so as to imitate, and they have imitated, the 
name of this plaintiff, and to deceive the theatre-going public and 
motion picture exhibitors throughout the world into believing that 
the said Amador is this plaintiff, and the said defendants are doing 


and have done these things for the purpose of appropriating to 


their own use and benefit, the good-will of plaintiff's business and 
deceiving plaintiff's customers and the theatre-going public in gen- 
eral and people patronizing, likely to or desiring to patronize 
motion picture theatres showing comedy motion pictures of the 
plaintiff in which he enacts that part or réle and uses the make-up 
or style of dress described in plaintiff's complaint, as amended, 
on file herein, into the belief that the said motion picture “The 
Race Track’ and those other motion pictures to be produced by 
the said defendants pursuant to and as a part of their said plan 
and scheme, are those of this plaintiff; that the use of the said 
name “Charlie Aplin” alone, and particularly in connection with 
the other imitations of plaintiff by defendants hereinabove set 
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forth, would have the effect of so deceiving and would likely 
deceive the theatre-going public and motion picture exhibitors 
throughout the world into so believing. 


' 


That the plaintiff’s income and profit from his motion picture 
productions depend upon his reputation as an author and producer 
of, and actor in comedy motion pictures, which reputation the 
plaintiff enjoys with the theatre-going public and motion picture 
exhibitors throughout the world; that if defendants are permitted 
to sell, or deal with, or release or exhibit the said motion picture 
comedy “The Race Track,’ or those other motion pictures which 
the defendants intend to manufacture and produce, the defendants 
will harm, injure and damage this plaintiff and his reputation, and 
if the defendants are permitted to carry out their said scheme 
the same will work a fraud upon the theatre-going public because 
of the use of the said name “Charlie Aplin,” and because of the 
said imitations of this plaintiff by the said defendant, Amador, in 
his acting and performing in said motion pictures, and the theatre- 
going public will be led to believe that they are about to view 
or are viewing motion pictures of the plaintiff, instead of the motion 
pictures of the defendant. 


VI. 


That the defendants are imitating the plaintiff by name, attire 
and in acting, as hereinbefore found, for the purpose of defrauding 
this plaintiff and of deceiving the theatre-going public into believ- 
ing that the comedy motion picture “The Race Track” which the 
defendants have manufactured and produced, and those said motion 
pictures which they intend to manufacture and produce, are the 
comedy motion pictures of this plaintiff; that the said plan and 
scheme of the defendants is an injury to the plaintiff and an 
endeavor on the part of the defendants to take from this plaintiff 
by unfair and unwarranted means, the good-will which he now 
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enjoys in the opinion of the theatre-going public and motion picture 
exhibitors. 


VIL. 


While it is true that the clothes used by the said plaintiff in 
his acting, namely, the old and threadbare hat, clothes and shoes, 
decrepit derby, ill-fitting vest, tight-fitting clothes and trousers and 
shoes too large for him and mustache, have separately and as dis- 
tinct items or parts of the dress of other actors been used by 
them in their performances, before the appearance of this plaintiff 
as an actor in motion pictures, it is also true that the said manner, 
costume and style of dress, as an entirely and full ensemble, had 
not been used by any actor in motion pictures prior to the use 
thereof in motion pictures by this plaintiff, and that the said 
manner and style of dress and the said clothes as used by this 
plaintiff, with his said manner of acting, have constituted and do 
constitute his vogue and have become and are individual to and 
characteristic of this plaintiff. 

While it is true that certain mannerisms and ways of acting 
used by the plaintiff in his motion pictures may have been used 
upon theatrical stages of the United States of America and/or 
foreign countries prior to their use by the plaintiff in motion 
pictures, it is not true that the said mannerisms and/or ways of 
acting and/or falling, and/or his peculiar way of walking, and/or 
gliding, or his peculiar way of swinging his flexible cane, are in 
direct or any imitation of other actors or actresses, and it is not 
true that the said manner and style of dress, together with those 
certain mannerisms and ways of acting as used by the plaintiff in 
his motion pictures, were worn or used by any actor or actress in 
any motion picture or pictures, prior to the plaintiff's entry into 
pictures, and it is not true that motion pictures were produced or 
exhibited featuring any actor or actress in the said clothes, manner 
or style of dress as used, and acted in, by the plaintiff prior to 
the entry of this plaintiff into motion pictures. 
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VIII. 


It is not true that the plaintiff is an imitator of any other 
actor or actress in his way of acting, mannerisms, grotesque make- 
up, dress, manner of swinging his flexible cane, and/or his wearing 
of the decrepit derby, ill-fitting vest, tight-fitting clothes, and/or 
trousers, and/or shoes too large for him, and/or mustache, and it is 
not true that he is in no way the originator of the character 
described in his complaint; on the contrary it is true that the 
plaintiff is the first person to use the said clothes as described 
herein, and as described in the complaint, in his performing as an 
actor in motion pictures, and it is true that he originated, combined 
and perfected the manner of acting and mannerisms mentioned 
herein as used in motion pictures, and it is also true that the 
plaintiff is the first person to originate, use, combine and perfect 
in motion pictures that certain form of acting, those mannerisms, 
facial expressions and movements of his body, hereinabove men- 
tioned and described. 


Conclusions of Law 


As conclusions of law the Court finds: 


1. That the plaintiff is entitled to a judgment perpetually 
enjoining and restraining the defendants, F. M. Sanford, G. B. 
Sanford and Charles Amador, and each of them, and their agents, 
servants and employees and all persons acting in privity with them 
or either of them: 


(a) From selling, leasing, releasing, advertising, exhibiting, 
or offering for sale that certain motion picture known as and 
called “The Race Track” and mentioned and described in the 
complaint herein. 

(b) From using the name “Charles Aplin” or “Charlie Aplin” 
or any other name similar to that of the plaintiff, Charles Chaplin, 
in any way in connection with the selling, leasing, releasing, 
advertising, exhibiting, or offering for sale of the said motion 
picture called “The Race Track,” or any other picture, and from 
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selling, leasing, releasing, advertising, exhibiting or offering for 


sale any motion picture or pictures in which any part or role is 
enacted or employed in imitation of the réle, part or character of 
the plaintiff, Charles Chaplin, as mentioned and described in the 
complaint as amended, and the findings herein, and which will 


be likely to deceive or have the effect of deceiving the theatre-going 
or general public or motion picture exhibitors into believing that 
such picture or pictures are those in which the plaintiff is playing 
or enacting said réle or part. 


Judgment 


This Cause came on regularly for trial in the above entitled 
court in Department 31 thereof, on February 19, 1925, before the 
Honorable John L. Hudner, Judge thereof, presiding without a 
jury, a jury trial having been expressly waived by all the parties. 
The plaintiff was represented by his attorneys, Loyd Wright and 
Charles E. Millikan, Esquires, and the defendants were represented 
by their attorneys, Isadore Morris, Ben M. Goldman and J. J. 
Lieberman, Esquires, except that the defendants, John One, John 
Two and Mary One were not represented, and a judgment of 
dismissal having been entered in open court as to the defendants 
Western Feature Productions, Inc., a corporation, A. J. Xydias, 
C. K. Xydias, John One, John Two and Mary One. Oral and 
documentary evidence having been introduced on behalf of the 
plaintiff and the defendants, and the Court having viewed certain 
motion pictures exhibited to the Court on behalf of the plaintiff 
and on behalf of the defendants, among which were that certain 
motion picture called “The Kid,’ produced by the plaintiff, and 
in which the principal or leading part is enacted by the plaintiff, 
which was exhibited to the Court on behalf of the plaintiff, and 
that certain motion picture called “The Race Track,” produced by 
the defendants, F. M. Sanford and G. B. Sanford, in which the 
principal or leading part is enacted by the defendant, Charles 
Amador, which was exhibited to the Court on behalf of the defend- 
ants, and the evidence being closed, the cause was submitted to 
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the Court for consideration and decision; and after deliberation 
thereon, the Court files its Findings and decision in writing, and 
orders that judgment be entered herein in favor of plaintiff, and 
in accordance therewith. 

WHEREFORE, by reason of the law and the Finding afore- 
said, IT IS HEREBY ORDERED, ADJUDGED AND DE- 
CREED: 


1. That the defendants, F. M. Sanford, G. B. Sanford and 
Charles Amador, and each of them, and their servants, agents 
and employees, and all persons acting in privity with them, or 
either of them, be and the same are hereby perpetually enjoined 
and restrained: 


(a) From selling, leasing, releasing, advertising or exhibit- 
ing that certain motion picture called “The Race Track,” and so- 
called in the complaint findings and herein, and described therein. 

(b) From using the name “Charles Aplin” or “Charlie Aplin” 
or any other name similar to that of the plaintiff, in any way in 
connection with the selling, leasing, releasing, advertising or ex- 
hibiting of that certain comedy motion picture called “The Race 
Track” and from using the name “Charles Aplin” or “Charlie 
Aplin” in connection with the selling, leasing, releasing, advertising 
or exhibiting of any motion picture which is in imitation of the 
motion pictures of this plaintiff, and which will be likely to deceive 
or have the effect of deceiving the/or any people, the theatre-going 
or general public or motion picture exhibitors into believing that 
in such pictures it is the plaintiff playing or acting the part, rdle 
or character described and mentioned in the complaint and findings 
herein. 

(c) From advertising, selling, leasing, releasing, exhibiting, 
or offering for sale any motion picture or pictures which imitate 
or are in imitation of the motion pictures of the plaintiff or in 


which the leading or any character performs or uses a make-up 


or style of dress, costume or mannerisms constituting an imitation 
of the plaintiff in his name, or in his playing or acting the part, 
character or réle of “Charlie Chaplin,” the stage and screen name 
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of the plaintiff and as described and mentioned in the complaint 
and findings herein, and which are so like the motion pictures 
acted in and produced by the plaintiff and in which the plaintiff 
plays the principal or leading or any part in such réle, part or char- 
acter, as to be likely to deceive the/or any people, the theatre-going 
or general public, or motion picture exhibitors, into believing that 
the said imitation motion pictures are the motion pictures produced 
and acted in by the plaintiff, Charles Chaplin, or which would have 
the likely effect of so deceiving. 


BurraLto Taxi Service & Sicut-Seeine Co., Inc. v. Howe tt, 


ET AL. 
(212 N. Y. Suppl. 288) 


New York Supreme Court, Erie County 
October 19, 1925 


Trape-Marxs AND Trape-Names—Unram Competirion—Imiration OF 

Design oF Cass Herp Unram Comperirion. 

Though owner of taxicabs has no exclusive right to use of yellow 
color on body and wheels, or of black fenders and tops, nor to 
monopoly of use of words “Lowest Rate” on rear of cabs, and may 
not enjoin chauffeurs from calling out “Yellow Taxi” at public places, 
plaintiff, who had built up its taxicab business with yellow cabs as 
outstanding feature thereof, could enjoin defendant, who, with intent 
to injure plaintiff, imitated color of cabs and calls of chauffeurs. 


In equity. Action for unfair competition. Injunction granted. 


Wilbur B. Grandison, of Buffalo, N. Y. (Philip A. Laing, of 
Buffalo, N. Y., of counsel), for plaintiff. 

Sullivan § Darlich, of Buffalo, N. Y. (Franklin R. Brown, of 
Buffalo, N. Y., of counsel), for defendants. 


Hinktey, J.: The plaintiff, in the spring of 1922, commenced 
the use of a small number of taxicabs manufactured by the Yellow 
Cab Manufacturing Company, of Chicago, Ill., which number has 
increased to over 50. The cabs manufactured by the Yellow Cab 
Manufacturing Company of Chicago are of a distinctive design, 
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not only of construction, but of decoration. Although the Chicago 
Company will, upon special order, paint its taxicabs a different 
color, yet its general design is a yellow body, black fenders, yellow 
wheels, and black top. There is no claim that the Chicago Com- 
pany has a copyright of decorative design, nor that the plaintiff 
has any exclusive right of purchase, for use in the vicinity of 
Buffalo, of that make or design of taxicabs. There is sufficient 
evidence to establish that after the plaintiff commenced the use of 
that general type of taxicab, with a yellow painted body and wheels 
and black top and fenders, the defendants caused their taxicabs to 
be painted in a similar manner. The plaintiff’s taxicabs are lettered 
on the back “Lowest Rate’ and defendants’ were likewise so 
printed. Plaintiff's door panels were painted “Yellow Cab,” and 
defendants’ painted “Meter Rate.” Plaintiff solicited business by 
its chauffeurs calling out “Yellow Cab,’ and defendants solicited 
business by the same call. 

There is sufficient evidence to establish that plaintiff has 
acquired and still maintains a good reputation and an extensive, 
growing business; that its business is constantly increasing, due in 
a great measure to a realization of the expressed desire of the 
plaintiff to extend to its patrons the best service at its command. 
Neither defendant appeared in person upon the trial to deny the 
claim of the plaintiff. The Court is convinced that the defendants 
have deceived the public by illegally trading upon the good-will 
of the plaintiff, by pretending that their taxicabs are a part of 
the plaintiff's equipment. 


“ 


‘The doctrine of unfair trade amounts to no more than this: One 
person has no right to sell goods as the goods of another, nor do other 
business as the business of another, and on proper showing will be restrained 
from so doing.’ * * * Unfair competition may result from representa- 
tions or conduct which deceive the public into believing that the business 
name, reputation or good-will of one person is that of another. White 
Studio v. Dreyfoos, 221 N. Y. 46, 49, 116 N. E. 796, 797 [7 T. M. Rep. 458].” 


Other cases involving the use of so-called yellow cabs have 
arisen in this state and elsewhere, but they are not necessarily 
controlling in this case, because each case must stand primarily 
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upon its own state of facts, particularly when seeking equitable 
injunctive relief. 

The determination of this case is based upon convincing proof 
of the wrongful intent of these defendants to so imitate the plain- 
tiff’s taxicabs as to deceive the public for an illegal and improper 
purpose to the detriment of the plaintiff. It is fundamental that 
the plaintiff has not the exclusive right to the use of the cardinal 
color ‘‘yellow” upon the body and wheels of its taxicabs. The 
color, yellow, is a feature which quickly distinguishes the public 
from the private car. The plaintiff has no right to arrogate to 
itself the use of black fenders and top which have grown to be 
standard equipment for most cars. The plaintiff could not have a 
monopoly of the use of the words “lowest rate’ upon the rear of 
its cabs, for that advertisement is not subject to copyright. Plain- 
tiff could not prevent other corporations or individuals from letter- 
ing the panels upon the doors of their taxicabs, even though the 
lettering might be similar to that of plaintiff. Nor can the plaintiff 
prevent the barkers of other companies and individuals from mak- 
ing life miserable for the traveling public by calling out “Yellow 
taxi” at railroad stations, theatres, and other public places, for that 
call has not the slightest semblance to the corporate name of the 
plaintiff. 

On the other hand, the Court has determined that these de- 
fendants did all of these otherwise innocent and legal acts in 
imitation of and with intent to and did injure the plaintiff in the 
proper conduct of the latter’s business. It therefore becomes neces- 
sary to restrain the defendants from so acting. Too much emphasis 
cannot be laid upon the fact that this case presents its own peculiar 
facts and is limited to the parties hereto, lest the Court’s decision 
be employed to stifle competition in the interest of a successful 
corporation to the detriment of the weaker individual, honest- 
minded taxi driver, whose rights are equally sacred. 

Plaintiff is entitled to injunctive relief from the acts com- 
plained of against defendants, with costs. 
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JoNES, ET AL. V. ROSHENBERGER 
Appellate Court of Indiana 
October 17, 1924 


Trape-Marks anp Trape-Names—Unrarr CompetTiTion—ALt Prorits ReE- 
COVERABLE, WHERE Unrair CompPetTITION Was DeELiBerTE AND WILL- 
FULL. 


In action to recover damages for unfair competition, where action 
of the offending party was deliberate and willful, the injured party is 


entitled to recover all profits realized by offending party upon article 
in question. 


In equity. Suit to enjoin unfair competition. From a judg- 
ment for plaintiff, defendants appeal. Affirmed. 


Edward A. Lorch and Arthur H. Meyer, both of Evansville, 
Ind., for appellants. 
Denton & Denton, of Evansville, Ind., for appellee. 


En og, C. J.: This was an action for injunction to restrain the 
appellants from alleged unfair competition, and for damages. The 


action was prosecuted to judgment by one John H. Roshenberger, 
who died pending this appeal, and, by agreement of all the parties, 
his administrator has been, by order of this court, substituted as 
appellee. The questions presented for our consideration relate to 
the matters hereinafter considered. 

There were three paragraphs of complaint to each of which 
appellant Jones unsuccessfully demurred, the appellant Rimroth 
demurring only to the 2nd and 3rd paragraphs. As the said demur- 
rers were each for want of facts, and as the specifications of defici- 
encies in said complaint cover practically the same ground, we shall 
consider them together. 

In Computing, etc., Co. v. Dunn, 45 Ind. App. 20, 88 N. E. 93, 
it was said: 


“The sufficiency of the pleading under consideration depends upon 
whether its averments bring the case within the principle that nobody has 
any right to represent his goods as the goods of somebody else. * * * The 
question of the right to relief against the infringement of a trade-name in 
a given case depends upon the circumstances surrounding the adoption and 
advertisement of the name complained of, as much as upon its similarity 
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to that of the complainant. The question in every case is whether the de- 
fendant is in fact attempting to sell his goods as the goods of some one 
else. When this fact is found, a basis for relief is established. The fact is 
to be found, as other facts, from the evidence, including therein all the 
relevant circumstances and conditions. Identity of name may not, in itself, 
be sufficient. A lack of identity in name will not always suffice to prevent 
the extending of relief to one whose trade is being stolen. ‘What degree 
of resemblance between the names or devices is sufficient to warrant the 
interference of a court in cases of this kind is not capable of exact 
definition. It is, and must be, from the very nature of the case, mainly a 
question of fact, to be determined by the circumstances appearing in each 
particular case.” (Our italics.) 


See Atlas Assur. Co. v. Atlas Ins. Co., 188 Iowa, 228, 112 
N. W. 232, 114 N. W. 609, 128 Am. St. Rep. 189, and note to 
same case, 15 L. R. A. (N. S.) 625. 

In 38 Cyc. 756, it is said: 


“Unfair competition consists in passing off, or attempting to pass off, 
upon the public, the goods or business of another. It consists essentially 
in the conduct of a trade or business in such a manner that there is 
either an express or implied representation to that effect. And it may 
be stated broadly that any conduct, the natural and probable tendency 
and effect of which is to deceive the public so as to pass off the goods 
or business of one person as and for that of another, constitutes unfair 
competition. The definition is comprehensive enough to reach every pos- 
sible means of effecting the result.” 


See, also, Hartzler v. Goshen, etc., Co., 55 Ind. App. 455, 
104 N. E. 34. 


Tested by the above principles, we have no hesitation in saying 
that each paragraph of complaint was good, and that the demur- 
ers thereto were rightly overruled. 

The appellant Rimroth next complains of the action of the 
court in overruling his motion to strike out certain designated 
parts of each, the 2d and 3d paragraphs of said complaint. None 
of the several allegations sought to be stricken out were either 
scandalous or impertinent; they could in no way prejudice said 
appellant in making his defense; in fact, as we view it, each of 
said allegations was material and proper, and the Court did not 
err in overruling said motion. 

The record discloses that, to the 2d and 8d paragraphs of 
complaint, the appellant Rimroth filed an answer in abatement. 
To this answer the plaintiff filed a reply to which the appellant 
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Rimroth demurred, and which demurrer was overruled. The said 
appellant thereafter, the alleged matter in abatement not having 
been tried and disposed of as required by our statute, Section 371, 
Burns’ 1914, filed answer in general denial and proceeded to the 
trial of the case upon its merits. This was a waiver of the 
matter in abatement, and the same cannot be now urged. Watson’s 
Revision of Works’ Practice, Section 566; Wallace v. Furber, 62 
Ind. 126. 

It is next urged that the Court erred in overruling appellants’ 
motion for a new trial; that the decision is not sustained by suffici- 
ent evidence; and that the damages awarded are excessive. After 
a reading of the evidence we think it abundantly sustains the 
decision. As to the damages in such cases, the recent case of 
Globe-Wernicke Co. v. Safe Cabinet Co. (Ohio), 144 N. E. 711, 
lays down the rule, and it is well supported by the authorities, that, 
in cases like the one now under consideration, where the action of 
the offending parties was deliberate and willful, the injured party 


is entitled to recover all the profits realized by the offending party 
upon the manufactured article in question. As we read this record, 
a strict application of the above rule would have entitled said 
plaintiff to an award of damages larger than that which he received. 
We find no error in this record. 
Judgment affirmed. 
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Tue American Tosacco Co., Inc. v. Samuet Gorpon aNp SAMUEL 


Gorpon v. THe AmericaN Tosacco Co., Inc. 
(Nos. 1765 and 1766) 


Court of Appeals of the District of Columbia 
December 7, 1925 


Trape-Marxs—Opposirion—“Part Matxi”—Goons or Same Descriptive 

Prorerties—DEFINITION. 

Two trade-marks may be said to be appropriated to merchandise 
of the same descriptive properties when the general and essential 
characteristics of the goods are the same, that is, where there is such 
a sameness in such characteristics as to be likely to result in con- 
fusion in trade and deception to the public. 

Same—Same—SaME—SaME. 

Cigarettes held not to be of the same descriptive properties as 
pipes, pouches, tobacco bags, humidors, cigar and cigarette holders 
and cigar and cigarette containers. 

Appeals from decisions of the Commissioner in opposition pro- 
ceedings. Affirmed as to No. 1765, reversed as to No. 1766. For 


the Commissioner’s decision, see 14 T. M. Rep. 392. 


T. J. Johnston, of New York City, for American Tobacco 
Company. 
E. M. Kitchen, of Washington, D. C., for Gordon. 


Before Martin, Chief Justice, Ross, Justice, and Smitu, 
Judge United States Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Patent Office, in a 
trade-mark opposition proceeding, dismissing in part and sustaining 
in part the opposition to the registration by the party Gordon of the 
words “Pall Mall” as a trade-mark for pipes, cigar and cigarette 
holders, pouches, tobacco bags, humidors and cigar and cigarette 
containers. 

Long prior to the adoption of this mark by Gordon, the 
American Tobacco Company had adopted and very extensively 
used the mark on cigarettes and contends that this use also had ex- 
tended to cigarette containers. The Examiner ruled that cigarettes 
and the goods to which applicant’s mark is applied are goods of 
different descriptive properties, within the meaning of the Trade- 
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Mark Act, and that opposer’s use of the mark in connection with 
cigarette containers was not a trade-mark use. The Assistant 
Commissioner agreed with the Examiner, except as to cigarette 
holders, with respect which he sustained the opposition. 

The Trade-Mark Act of 1905 (83 Stat. 724), prohibits the 
registration of trade-marks identical with or deceptively similar 
to a known trade-mark, “and appropriated to merchandise of the 
same descriptive properties.” Since the marks of the two parties 
in this case are identical, the only question here is whether these 
marks are applied to goods of the same descriptive properties, 
within the meaning of the statute. 

We have ruled that two trade-marks may be said to be ap- 
propriated to merchandise of the same descriptive properties, in 
the statutory sense, when the general and essential characteristics 
of the goods are the same; that is, where there is such a sameness 
in the distinguishing characteristics as to be likely to result in 
confusion in the trade and deception of the public. Phoenix P. § 
V. Co. v. John T. Lewis & Bro., 832 App. D. C. 285. Under this 
interpretation, we have denied the right of registration where the 
goods of the respective parties have been capable of being applied 
to the same general use. Thus, in H. Wolf § Sons v. Lord § 
Taylor, 41 App. D. C. 514 [4 T. M. Rep. 219], we held that 
hosiery and knitted underwear were goods of the same descriptive 
properties, since their essential characteristics were similar and 
both were used as articles of clothing. And in Anglo-American 
Incand. L. Co. v. General Electric Co., 48 App. D. C. 885 [5 T. M. 
Rep. 330], gas mantles and incandescent electric lamps were held 
to be capable of the same general use and of the same descriptive 
properties. 


We now are asked to go a step farther and rule that gouds 
capable of a conjoint use possess the same descriptive properties. 
In our view, however, the statute does not permit of such an 
interpretation. Whether the qualifying words, “goods of the same 
descriptive properties,” aptly express the legislative intent, is not 
for use to determine. The statute must be taken as it is found, 
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and, when so interpreted, we see no escape from the conclusion 
that cigarettes, pipes and tobacco containers are goods of different 
descriptive properties. 

Several trade-mark infringement and unfair competition cases 
have been cited by the opposer, but as we many times have sug- 
gested, such cases are not pertinent to a statutory proceeding like 
the present. The registration of this mark will not deprive the 
opposer of any rights it may have in an unfair competition suit. 

We agree with the tribunals of the Patent Office that the use 
by the opposer of cigarette containers was not a trade-mark use, 
but we are unable to follow the Assistant Commissioner in his 
ruling that cigarettes and cigarette holders are goods of the same 
descriptive properties. They are no more similar, in this sense, 
than tobacco and pipes would be. It results that the decision is 
affirmed as to appeal No. 1765 and reversed as to appeal No. 1766. 


E. A. Zatarain & Sons, Inc. v. Tue Onto Sarr Co. 
Court of Appeals of the District of Columbia 
December 7, 1925 


Trape-Marxs—Opposirion—‘Papoose” ror Sarr aNp ConpIMENTS—Goops 
or Same Descriptive Properties. 

The opposition by the owner of the word “Papoose” as a trade- 
mark for pepper sauce, table sauce, mustard, tomato catsup, cayenne 
pepper, whole and ground pepper and similar condiments to the 
registration of the same word as a trade-mark for salt was sustained, 
as the respective goods possess the same descriptive properties. 

Appeal from the Commissioner’s decision in an opposition 


proceeding. Reversed. For decision, see 14 T. M. Rep. 394. 
E. T. Brandenburg, J. F. Brandenburg and L. B. Kamon, all 
of Washington, D. C., for the appellant. 
G. W. Saywell, of Cleveland, Ohio, for appellee. 
Before Martin, Chief Justice, Ross, Justice, and Smirn, 
Judge United States Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Assistant Com- 
missioner of Patents in a trade-mark opposition proceeding in which 
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the decision of the Examiner of Interferences was reversed and the 
opposition dismissed. 

The opposer, appellant here, and its predecessor, long prior 
to the adoption in 1921 by the applicant, appellee here, of the 
trade-mark “Papoose” for use on salt, had built up a very exten- 
sive business under the same mark in connection with the sale of 
various condiments, including pepper sauce, table sauce, mustard, 
tomato catsup, cayenne pepper, whole and ground pepper, and the 
like. 

The Examiner of Interferences found that salt belongs to 
that class known generally as condiments; that “It is merely one 
of a group including pepper, mustard, and spices, which are used 
for seasoning food.” With that postulate, his decision of course 
was against the right of registration by the newcomer. The de- 
cisions of this court upon which he relied fully sustain his ruling. 
See Walter Baker § Co. v. Harrison, 832 App. D. C. 272; Simplex 
Elec. H. Co. v. Gold Car H. & L. Co., 48 App. D. C. 28 [5 T. M. 
Rep. 200]; Anglo-American I. L. Co. v. Gen. Elec. Co., 48 App. 
D. C. 885 [5 T. M. Rep. 330]; Fishbeck Soap Co. v. Kleeno Mfg. 
Co., 44 App. D. C. 6 [5 T. M. Rep. 327]; Canton Culvert § Silo 
Co. v. Consol. Car-Heat. Co., 44 App. D. C. 491 [6 T. M. 
Rep. 280]; Gutta-Percha § Rubber Mfg. Co. v. Ajax Mfg. Co., 
48 App. D. C. 280 [9 T. M. Rep. 70]; Macy & Co. v. N. Y. Grocery 
Co., 50 App. D. C. 105 [10 T. M. Rep. 290]; Calif. Pkg. Corp. 
v. Price-Booker Mfg. Co., 52 App. D. C. 259 [18 T. M. Rep. 62], 
and Calif. Pkg. Corp. v. Halferty, 54 App. D. C. 88, 295 Fed. 229 
[14 T. M. Rep. 281]. 

The wide reputation established by the opposer furnishes the 
only apparent excuse for the adoption of this mark by the ap- 
plicant. Decision reversed. 
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Ho-Ro-Co Mre. Co. v. ANNiz M. Matone, Dorne Business as 
Poro CoLLEGEe 


Court of Appeals of the District of Columbia 
December 7, 1925 


Trave-Marxs—Opposirion—Pracrice—AssiGNMENTS OF Error—WHEN 

Noricep. 

Rule 8 of the Rules of the Court of Appeals of the District of 
Columbia which provides that “errors not assigned, according to the 
rule of the Court, will be disregarded, though the Court, at its option, 
may notice and pass upon a plain error not assigned,” presupposes 
consideration and exception below. Moreover, there is no room here 
for the application of the rule that in certain criminal cases errors 
may be noticed although there be no objection, exception or assign- 
ment. 


Same—Same—Goopns or Same Descriprive Properties. 
Held that toilet preparations, preparations for the treatment of 


the hair, and hair dressings are goods of the same descriptive proper- 
ties. 


Appeal from the Commissioner’s decision in an opposition 
proceeding. Affirmed. For the decision, see 14 T. M. Rep. 240. 
William Small, of Washington, D. C., and W. K. Small, of 

St. Louis, Mo., for appellant. 


T. D. Rippey and L. C. Kingsland, of St. Louis, Mo., for 
appellee. 


Before Martin, Chief Justice, Ross, Justice, and Smirn, 
Judge United States Court of Customs Appeals. 


Ross, A. J.: Appeal from a decision of the Patent Office 
sustaining in part the opposition of the appellee to the registration 
by the appellant of the mark “Ho-Ro-Co,” for use on a variety of 
toilet and medicinal preparations. 

Appellee is the owner and user of the mark “Poro,’ which it 
applies to preparations for the treatment of the hair and to hair 
dressings. The Examiner of Interferences ruled that the two 
marks were deceptively similar, that hair restorer, hair tonic, 
dandruff remedy, hair shampoo, and depilatory powders were of 
the same descriptive properties as the goods of appellee, and hence 
that the opposition should be sustained to that extent. Appellant 
acquiesced in this decision and filed an amendment to its application 
eliminating the articles named in the Examiner’s decision. The 
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appellee alone appealed, and in the first decision of the Assistant 
Commissioner who heard the case the decision of the Examiner 
was reversed. On motion of the Ho-Ro-Co Company a rehearing 
was had, at which that company conceded “that the question of 
similarity of the marks of the respective parties is not before the 
Commissioner.” 

The Assistant Commissioner then ruled that the medicinal 
preparations put out by the Ho-Ro-Co Company were not goods 
of the same descriptive properties as the goods of the opposer, 
but that the toilet preparations were goods of the same descriptive 
properties. In his decision the Assistant Commissioner said: “It 
is to be remembered, however, that Malone(appellee) runs a college 
for the training of persons who establish so-called beauty parlors 
for colored people. There may have been a time in our civilization 
when women were satisfied to have the hair alone treated, but it 
does not behoove us to shut our eyes to the facts which are patent 
everywhere that at the present time the activities of beauty parlors 
go much further than the hair. Certainly, they include the use, 
application and sale of talcum and complexion powders, cold cream, 
vanishing cream, massage cream, hair restorer for promoting the 
growth of the hair, hair tonic and dandruff remedy, hair shampoo, 
compact face powder, face rouge, lip rouge, eyebrow pencils, nail 
polish, toilet water, and possibly bay rum.” The Assistant Com- 
missioner therefore was of the view that these goods were of the 
same class and that, even if Malone did not handle toilet prepara- 
tions, the natural expansion of her business would include them. 
The Ho-Ro-Co Company alone appealed. 

It is apparent from the statement of the case that the question 
of similarity of the marks is not before us, appellant having 
acquiesced in the decision of the Examiner of Interferences that 
the marks were similar. 

One other question is as easily disposed of here. Evidence 
was introduced by the opposer as to her title to the mark “Poro.” 
In the petition for rehearing filed by the Ho-Ro-Co Company this 
question was not raised, and the assignments of error before us 
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contain no mention of this contention. Appellant, however, at- 
tempts to invoke Section 5 of Rule 8 of the rules of this court, 
which reads: “Errors not assigned, according to the rule of the 
Court, will be disregarded, though the Court, at its option, may 
notice and pass upon a plain error not assigned.” But this rule 
presupposes consideration and exception below. Section 3 of Rule 5 
provides that this court will not decide any point or question not 
fairly presented for decision by the Court below. See Cooper v. 
Sillers, 30 App. D. C. 567; Nicolopole v. Love, 89 App. D. C. 343; 
Traver v. Smolik, 48 App. D. C. 150; Dizon v. Gt. Falls & O. D. 
Ry., 48 App. D. C. 206. There is no room here, of course, for 
the application of the rule that in certain criminal cases errors 
may be noticed although there be no objection, exception or assign- 
ment. See Freed v. United States, 49 App. D. C. 892, 266 Fed. 
1012. 

We agree with the ruling below that the toilet preparations, 
preparations for the treatment of the hair, and hair dressings, are 
goods of the same descriptive properties, within the meaning of 
the Trade-Mark Act. See Plough Chemical Co. v. Bullion, 5 Fed. 
(2nd) 117, — App. D. C. —; Calif. Packing Corp. v. Price- 
Booker Mfg. Co., 52 App. D. C. 259 [18 T. M. Rep. 62]; E-Z 
Waist Co. v. Reliance Mfg. Co., 52 App. D. C. 291 [18 T. M. 
Rep. 96]; Simplex Electric Heating Co. v. Gold Car H. § L. Co., 
43 App. D. C. 28 [5 T. M. Rep. 200]. 

The decision is affirmed. 
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Loose-Wixes Biscuit Co. v. JoHNson Epvucator Foop Co. 
Court of Appeals of the District of Columbia 
December 7, 1925 


Trape-Marxs—OpposiTion—“CooKIELAND” For Cookies Nor Descriptive. 
Dismissal of the opposition to the registration of the word 
“Cookieland” as a trade-mark for cookies, crackers, cakes and biscuits 
sustained, as the word is not descriptive of these goods. 


Appeal from the Commissioner’s decision in an opposition 
case. Affirmed. For decision, see 14 T. M. Rep. 397. 


I. U. Townsend, Jr., of Boston, Mass., and A. Dadams and 
F. L. Emery, both of Washington, D. C., for appellant. 
Henry Calver, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross, Justice, and Situ, 
Judge United States Court of Customs Appeals. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office dismissing appellant’s opposition to the registration by ap- 
pellee of the word “Cookieland”’ as a trade-mark for cookies, 
crackers, cakes and biscuits. 

Appellant does not use this mark as a trade-mark, but bases 
its opposition upon the contention that the word is descriptive. We 
agree with the Patent Office that “Cookieland” is not descriptive, 
within the meaning of the Trade-Mark Act, and hence that it is 
registrable to the appellee. Decision affirmed. 
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AnniE M. Matone, Dorine Business as Poro CoLLeGeE V. 


CuiarRENCE C. Hay 
(No. 1778) 


Court of Appeals of the District of Columbia 
January 4, 1926 


Trave-Marxs—Opposi1rion—Res Apsupicata—APPLICATION. 
The doctrine of res judicata, or estoppel by former judgment, 
applies to adjudications made in the Patent Office. 
Same—Same—“Hay-Po” ror Scarp anp Ham _ Preparations—Mark 
ReoisrraBLE Onty 1n Form Usep. 
The allegation of appellee that, in a related case, the Court 
did not decide his right to register the words “Hay-Po” alone, held 
incorrect, since it was shown that he did not use the mark in the 
form applied for, but accompanied with certain pictures and lettering, 
hence it was not necessary to pass upon the registrability of the 
word alone, for there must be actual trade-mark use to entitle the 
owner to registration. 


Appeal from the Commissioner of Patents in an oppositior 
proceeding. Reversed. For decisions of the Commissioner in this 
and related cases, see 14 T. M. Rep. 81, 489, 494. 


T. D. Rippey and L. C. Kingsland, both of St. Louis, Mo., 
for appellant. 

T. F. Byrne, L. F. Randolph and J. W. Milburn, all of Wash- 
ington, D. C., and C. M. Bryan, of Memphis, Tenn., for 
appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
Situ, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents overruling an opposition filed by the 
appellant in a trade-mark registration proceeding. 

The appellee, Clarence Hay, applied for the registration of 
a trade-mark consisting of the hyphenated term “Hay-Po,” for 
use on rouge, dandruff remedy and hair tonic, face powder, pressing 
oil and dandruff dissolvent, and ointment for straightening the 
hair. 


The appellant, Annie M. Malone, doing business under the 
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name of Poro College, filed an opposition to the application because 
of the alleged similarity of ‘““Hay-Po” with her registered trade- 
mark “Poro,” used upon preparations for the treatment of the hair 
and for hair dressings. 

The opposer claimed that the issue thus raised by the opposi- 
tion had been passed upon in similar proceedings between the same 
parties, and that both the Patent Office and this court had entered 
decisions against the applicant upon said issue, and that these were 
still in full force and effect. The opposer accordingly contended 
that the applicant was barred by the rule of res judicata from 
again contesting said opposition. The opposer cited among other 
proceedings the case of Hay v. Malone, 50 App. D. C. 399 
[11 T. M. Rep. 262], claiming that it involved the same issue as 
the present contest; that it was between the same parties; that 
the Court decided the issue in favor of the opposer, and that 
the decision is still in full force and effect between the parties. 

The Examiner of Interferences sustained the opposition. This 
decision was reversed by the Commissioner of Patents, from whose 
ruling this appeal was taken. 

We think that the appellant’s claim of res judicata should 
have been sustained because of the decisions of the Patent Office 
in Opposition No. 2777, Malone v. Hay, which were affirmed by 
this court in Hay v. Malone, supra; and that the applicant was 
effectually barred by these decisions from contesting the opposi- 
tion now at issue. In both proceedings the applicant applied for 
the registration of “Hay-Po” as his trade-mark for hair prepara- 
tions. Each application was opposed by the appellant because of 
her registered trade-mark “Poro” for similar preparations. The 
first opposition was sustained, and that decision remains in full 
force and effect. The applicant’s proposed trade-mark in each 
proceeding is ““Hay-Po,” the only variation being in the specimens 
filed in the first proceeding to show the manner of its use upon 
applicant’s goods. The two proceedings accordingly present the 
same issue, and the second application is merely an attempt to 
relitigate the issue, notwithstanding the former decision. 
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It is claimed by the appellee that in the former case this 
court did not pass upon his right to register the word “Hay-Po” 
alone, but only passed upon the registration of that word in com- 
bination with certain pictures and lettering. This claim is not cor- 
rect. The Court stated in the decision that the trade-mark which the 
applicant sought to register consisted of the word “Hay-Po,” but 
that it appeared that the applicant had never used the word alone 
in trade, and consequently it was unnecessary to pass upon his 
right to register it, since “there must be actual trade-mark use 
to entitle the owner to registration.” The Court accordingly 
affirmed the decision of the Commissioner of Patents which sus- 
tained the opposition and denied registration. 

This affirmance gave full force and effect to the concurring 
decisions entered below in the case by the Examiner of Interfer- 
ences and the Commissioner of Patents, whereby the opposition 
of Malone to Hay’s application for the registration of “Hay-Po” 
alone, was fully sustained. 

The doctrine of res judicata or estoppel by former judgment, 
applies to adjudications made in the Patent Office. Blackford v. 
Wilder, 28 App. D. C. 358; Herine v. Wende, 29 id. 415; Newcomb 
Motor Co. v. Moore, 80 id. 464; Carroll v. Hallwood, 31 id. 165; 
Carter Medical Co. v. Barclay, 36 id. 128 [4 T. M. Rep. 33]; 
Sutton v. Wentworth, 41 id. 582. 

The decision of the Commissioner of Patents, overruling the 
decision of the Examiner of Interferences refusing registration, 
is reversed. 
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Annie M. Matone, Doine Business as Poro CoLuzGe v. 
Criarence C. Hay 
(No. 1779) 


Court of Appeals of the District of Columbia 
January 4, 1926 


‘Trave-Marxs—“Hay-Po” anv “Poro” ror Ham Pareparations—Oprosi- 

TIon—Res Apsupicata—AprPeat—Reversal. 

Where, in an opposition filed by the owner of the mark “Poro” 
used on hair preparations against the Fo serge of the mark “Hay- 
Po” for similar goods, the issue raised had been decided in appellant’s 
favor in prior proceedings before the Patent Office and the Court, held 
that the matter was res adjudicata, and the Commissioner’s decision 
was reversed. 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Reversed. 
T. D. Rippey and L. C. Kingsland, both of St. Louis, Mo., 
for appellant. 
T. F. Byrne, L. F. Randolph and J. W. Milburn, all of 


Washington, D. C., and C. M. Bryan, of Memphis, Tenn., 
for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
Situ, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is an appeal from a decision of the 
Commissioner of Patents overruling an opposition filed by the 
appellant in a trade-mark registration proceeding. 

The appellee, Clarence Hay, applied for the registration of 
a trade-mark consisting of the word “Hay-Po” for use on shampoo 
soap. The appellant, Annie M. Malone, doing business under the 
name of Poro College, filed an opposition to the application be- 
cause of the alleged similarity of “Hay-Po” with her registered 
trade-mark “Poro,” used upon preparations for the treatment of 
the hair and hair dressings. The opposer claimed that the issue 
thus raised by the opposition had been passed upon in similar 
proceedings between the same parties and that both the Patent 
Office and this court had entered decisions against the applicant 
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upon said issues which decisions were still in full force and effect. 
The opposer accordingly contended that the applicant was barred 
by the rule of res judicata from again contesting said opposition. 
We sustain this claim of the appellant, and refer to our 
opinion in Malone v. Hay, No. 1778 (see p. 46 ante), handed 
down concurrently herewith, for the grounds of this decision. 


The decision of the Commissioner of Patents is accordingly 
reversed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Refusal to Reopen 


Kinnan, F. A. C.: Refusal to reopen an opposition in which 
a judgment had been allowed to go by default, where the only 
reason given for the reopening was that it was thought that the 
matter would be adjudicated in a threatened suit for infringement 
and because of ill-feeling towards the applicant’s then attorney. 
In his decision the First Assistant Commissioner said: 


“The reasons advanced in support of the petition do not set forth 
any error on the part of the Office or irregularity in the opposition pro- 
ceedings. On the other hand, a judgment by default was deliberately 
permitted because of the belief that the question raised by the opposition 
would be adjudicated in a threatened suit for infringement and Savcene 
of ill feeling toward the applicant’s attorney. It is believed the ap- 
plicant and its successor took the risk of the loss of its rights by its 
failure to contest the opposition. (California Fruit Canners Association 
v. Ratcliff-Sanders Grocer Co., 147 O. G. 238.) It is not seen that the 
ill feeling toward the attorney has any bearing on the question. His 
power could have been revoked and another attorney appointed.” * 


*Ivy Corset Co. v. Olmstead-Quaboag Corset Co. 151 M. D. 56, 
Nov. 2, 1925. 








